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1 . Claims 30, 36, and 37 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claims 30, 36, and 37 fail to further the subject matter of claims 1 and 24, because claims 
1 and 24 specify that the dispersion is formed in the presence of an anionic surfactant and claim 
24 specifies that the prepolymer is formed from a mixture of diols. 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of the claims 
under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various claims 
was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point 
out the inventor and invention dates of each claim that was not commonly owned at the time 
a later invention was made in order for the examiner to consider the applicability of 35 
U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

3. Claims 1, 5, 7, 9, 24, 25, 27-30, 32-34, 36, 37, and 39-41 are rejected under 35 U.S.C. 
103(a) as being unpatentable over Jakubowski et al. ('027) in view of Friedel et al. ('410) or GB 
1263439. 

Jakubowski et al. disclose aqueous polyurethane dispersions, having a solids content and 
particle size that meet applicants' claims, suitable for the production of films. Furthermore, 
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patentees disclose that the dispersion is produced, in the absence of solvents, by dispersing a 
polyurethane prepolymer into water in the presence of a surfactant, such as sodium dodecyl 
benzene sulfonate. Patentees further disclose the use of 4,4'-MDI as a preferred reactant for 
producing the prepolymer, despite applicants' remarks, and blends of high molecular weight diol 
and low molecular weight diol, for producing the prepolymer, that possess molecular weights 
that fall within those claimed. See abstract, columns 3-5, and examples, especially column 3, 
lines 10, 11, 28+, and column 4, lines 1-19. 

4. Though the primary reference discloses that the diisocyanate reactant is preferably 4,4'- 
MDI, the reference fails to specifically recite the use of a diphenylmethane diisocyanate having a 
P,P'- or 4,4'-isomer content of 99 to 90 percent. However, the use of high purity 4,4'-isomer 
containing diphenylmethane diisocyanate (those having a content of the 4,4 '-isomer of slightly 
less than 100 percent) to produce such polyurethanes as elastomers and coatings was well known 
at the time of invention. This position is supported by the teachings of Friedel et al. and GB 
1,263,439. Both of these secondary references disclose how to produce high purity 4,4'-MDI 
and disclose that high purity 4,4'-MDI has a content of 4,4'-isomer of at least 98%. See column 
1, lines 21 and 66; column 4, line 19; and column 5, line 67, within Friedel et al. See page 1, 
lines 46 and 56; page 2, line 7; and claim 1, within GB 1,263,439. Given the disclosed 
applications within the secondary references for these high purity 4,4'-MDI isocyanates, and in 
view of the fact that one of ordinary skill in the art would have reasonably expected that these 
high purity 4,4'-MDI isocyanates would function as equivalents for the disclosed 4,4'-MDI of 
the primary reference, the position is taken that it would have been prima facie obvious to utilize 
these high purity 4,4'-MDI isocyanates in place of the disclosed 4,4'-MDI of the primary 
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reference. In addition to the motivation of expecting the respective isocyanates to function as 
equivalents, one of ordinary skill would have been motivated to utilize these high purity 4,4'- 
MDI isocyanates in place of pure 4,4'-MDI, because one would have expected the less pure 4,4'- 
isomer containing MDI to be less expensive and more readily obtainable. 

5. With respect to claims 27-29 and 39-41, in view of the latitude afforded by the use of 
"about", the position is taken that the language, "about 98 percent to about 92 percent", "about 
94 percent", and "about 98 percent", is no more limiting than the "99 to 90 percent" language of 
the independent claims and is rendered obvious by the combination of references for the 
aforementioned reasons. 

6. Applicants' response has been considered; however, the response is insufficient to 
overcome the prior art rejection. Despite applicants' remarks, the examiner has provided the 
requisite motivation or rationale for combining the teachings of the references; applicants' 
attention is directed to paragraph 4 above. Furthermore, applicants have argued that the 
references fail to disclose the claimed diol mixture and the MDI isomer content. In response, the 
examiner has shown where the primary reference teaches the claimed diol mixture and has set 
forth rationale explaining why it would have been obvious to use MDI having the claimed 
isomer content. Applicants have further argued that Jakubowski et al. describe "only" the use of 
50:50 mixtures of 4,4'-MDI and 2,4'-MDI. This argument is without merit, as the reference 
clearly teaches that 4,4'-MDI is preferred at column 3, lines 10 and 1 1. In summation, despite 
applicants' arguments, the examiner has addressed all of the claimed limitations, and the position 
is maintained that the relied upon teachings render the claims prima facie obvious. 
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7. Claims 1, 5, 7, 9, 24, 25, 27-30, 32-34, 36, 37, and 39-41 are rejected under 35 U.S.C. 
103(a) as being unpatentable over WO 98/41552 in view of Friedel et al. ('410) or GB 1263439. 

WO 98/41552 discloses aqueous polyurethane dispersions, having a solids content and 
particle size that meet applicants' claims, suitable for the production of films. Furthermore, the 
reference discloses that the dispersion is produced, in the absence of solvents, by dispersing a 
polyurethane prepolymer into water in the presence of a surfactant, such as sodium dodecyl 
benzene sulfonate. The reference further discloses the use of 4,4'-MDI as a preferred reactant for 
producing the prepolymer, despite applicants' remarks, and blends of high molecular weight diol 
and low molecular weight diol, for producing the prepolymer, that possess molecular weights 
that fall within those claimed. See abstract, pages 2-6, and examples, especially page 3, lines 17, 
18, and 27+ and page 4. 

8. Though the primary reference discloses that the diisocyanate reactant is preferably 4,4'- 
MDI, the reference fails to specifically recite the use of a diphenylmethane diisocyanate having a 
P,P'- or 4,4'-isomer content of 99 to 90 percent. However, the use of high purity 4,4'-isomer 
containing diphenylmethane diisocyanate (those having a content of the 4,4 '-isomer of slightly 
less than 100 percent) to produce such polyurethanes as elastomers and coatings was well known 
at the time of invention. This position is supported by the teachings of Friedel et al. and GB 
1,263,439. Both of these secondary references disclose how to produce high purity 4,4'-MDI 
and disclose that high purity 4,4'-MDI has a content of 4,4'-isomer of at least 98%. See column 
1, lines 21 and 66; column 4, line 19; and column 5, line 67, within Friedel et al. See page 1, 
lines 46 and 56; page 2, line 7; and claim 1, within GB 1,263,439. Given the disclosed 
applications within the secondary references for these high purity 4,4'-MDI isocyanates, and in 
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view of the fact that one of ordinary skill in the art would have reasonably expected that these 
high purity 4,4'-MDI isocyanates would function as equivalents for the disclosed 4,4'-MDI of 
the primary reference, the position is taken that it would have been prima facie obvious to utilize 
these high purity 4,4'-MDI isocyanates in place of the disclosed 4,4'-MDI of the primary 
reference. In addition to the motivation of expecting the respective isocyanates to function as 
equivalents, one of ordinary skill would have been motivated to utilize these high purity 4,4'- 
MDI isocyanates in place of pure 4,4'-MDI, because one would have expected the less pure 4,4'- 
isomer containing MDI to be less expensive and more readily obtainable. 

9. With respect to claims 27-29 and 39-41, in view of the latitude afforded by the use of 
"about", the position is taken that the language, "about 98 percent to about 92 percent", "about 
94 percent", and "about 98 percent", is no more limiting than the "99 to 90 percent" language of 
the independent claims and is rendered obvious by the combination of references for the 
aforementioned reasons. 

10. Applicants have referenced their remarks set forth with respect to the Jakubowski et al. 
reference to respond to the rejection in view of WO 98/41552. Accordingly, the examiner refers 
applicants to paragraph 6, above, for a complete response to their arguments. 

11. Claims 1, 5, 7, 9, 11, 24, 25, 27-30, 32-34, 36, 37, and 39-41 are rejected under 35 U.S.C. 
103(a) as being unpatentable over WO 98/41554, alone or in view of Jakubowski et al. ('027) or 
WO 98/41552, and further in view of Friedel et al. ('410) or GB 1263439. 

WO 98/41554 discloses aqueous polyurethane dispersions, having a solids content and 
particle size that meet applicants' claims, suitable for the production of films. Furthermore, the 
reference discloses that the dispersion is produced, in the absence of solvents, by dispersing a 
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polyurethane prepolymer into water in the presence of a surfactant, such as sodium dodecyl 
benzene sulfonate. The reference further discloses the use of 4,4'-MDI and polyol reactants for 
producing the prepolymer, including mixtures of polyols, wherein the polyols possess molecular 
weights that overlap those claimed. Accordingly, the position is taken that the reference allows 
for the use of the claimed diol mixtures. See abstract, pages 4-12, and examples; especially page 
10, lines 4, 5, and 10. Alternatively, the position is taken that the incorporation of low molecular 
weight diols within prepolymers used to produce polyurethane latexes was known at the time of 
invention as a means for increasing tensile strength. See column 3, line 66 through column 4, 
line 5 within Jakubowski et al. and page 4, lines 17-21 within WO 98/41552. Therefore, the 
position is taken that it would have been obvious to incorporate low molecular weight diols 
within the prepolymer formulation so as to improve the tensile strength of the polymer. 
12. Though the primary reference discloses that the diisocyanate may be 4,4'-MDI, the 
reference fails to specifically recite the use of a diphenylmethane diisocyanate having a P,P'- or 
4,4'-isomer content of 99 to 90 percent. However, the use of high purity 4,4'-isomer containing 
diphenylmethane diisocyanate (those having a content of the 4,4'-isomer of slightly less than 100 
percent) to produce such polyurethanes as elastomers and coatings was well known at the time of 
invention. This position is supported by the teachings of Friedel et al. and GB 1,263,439. Both 
of these secondary references disclose how to produce high purity 4,4'-MDI and disclose that 
high purity 4,4'-MDI has a content of 4,4'-isomer of at least 98%. See column 1, lines 21 and 
66; column 4, line 19; and column 5, line 67, within Friedel et al. See page 1, lines 46 and 56; 
page 2, line 7; and claim 1, within GB 1,263,439. Given the disclosed applications within the 
secondary references for these high purity 4,4'-MDI isocyanates, and in view of the fact that one 
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of ordinary skill in the art would have reasonably expected that these high purity 4,4'-MDI 
isocyanates would function as equivalents for the disclosed 4,4'-MDI of the primary reference, 
the position is taken that it would have been prima facie obvious to utilize these high purity 4,4'- 
MDI isocyanates in place of the disclosed 4,4'-MDI of the primary reference. In addition to the 
motivation of expecting the respective isocyanates to function as equivalents, one of ordinary 
skill would have been motivated to utilize these high purity 4,4'-MDI isocyanates in place of 
pure 4,4'-MDI, because one would have expected the less pure 4,4 '-isomer containing MDI to be 
less expensive and more readily obtainable. 

13. With respect to claims 27-29 and 39-41, in view of the latitude afforded by the use of 
"about", the position is taken that the language, "about 98 percent to about 92 percent", "about 
94 percent", and "about 98 percent", is no more limiting than the "99 to 90 percent" language of 
the independent claims and is rendered obvious by the combination of references for the 
aforementioned reasons. 

14. With respect to this rejection, applicants have incorrectly referred to WO 98/41552, as 
opposed to the relied upon reference, WO 98/41554. WO 98/41554 is not a published PCT 
equivalent of the Jakubowski et al. reference. 

15. Claims 8, 1 1, and 12 are rejected under 35 U.S.C. 103(a) as being unpatentable over WO 
98/41552 or WO 98/41554 or WO 98/41554 in view of Jakubowski et al. ('027) or WO 
98/41552, each in view of Friedel et al. ('410) or GB 1263439, and further in view of Alsaffar 
('602). 

As aforementioned, WO 98/41552 and WO 98/41554 disclose aqueous polyurethane 
dispersions, having a solids content and particle size that meet applicants' claims, suitable for the 
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production of films. Furthermore, the references disclose that the dispersion is produced, in the 
absence of solvents, by dispersing a polyurethane prepolymer into water in the presence of a 
surfactant, such as sodium dodecyl benzene sulfonate. Though the primary references fail to 
specifically recite the use of applicants' specifically claimed diisocyanate, the position is taken 
that the use of the specifically claimed diisocyanate would have been obvious in view of the 
teachings of the secondary references. See paragraphs 8 and 12 above. 

16. With respect to claims 8, 1 1, and 12, though the primary references disclose the 
application of the dispersions to substrates and disclose the production of films, the primary 
references fail to specifically recite the use of the aqueous dispersions to produce items, such as 
gloves and condoms. However, the use of aqueous dispersions to produce such items was 
known at the time of invention. This position is supported by the teachings of Alsaffar at column 
2, lines 18+. Therefore, it would have been obvious to use the aqueous dispersions of the 
primary references to produce the items recited within the claims. 

17. Despite applicants' response, the examiner has provided the requisite motivation or 
rationale for combining the teachings of the references; applicants' attention is directed to 
paragraphs 8, 12, and 16, above. Furthermore, applicants have argued that the references fail to 
disclose the claimed diol mixture and the MDI isomer content. In response, the examiner has 
shown where WO 98/41552 teaches the claimed diol mixture and has explained how the argued 
diol mixture is disclosed or rendered obvious by WO 98/41554. Furthermore, the examiner has 
set forth rationale explaining why it would have been obvious to use MDI having the claimed 
isomer content. Accordingly, the prior art rejection has been maintained for the reasons set forth. 
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18. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

Any inquiry concerning this communication should be directed to R. Sergent at telephone 
number (571) 272-1079. 


/Rabon Sergent/ 

Primary Examiner, Art Unit 1796 


